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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tlie fee set 
fortli in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/5/2008 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 10/24/2008 have been fully considered but they are 
not persuasive. 

In re pages 11-12, the applicants argue that the newly added limitation of "said 
analyzing means is based on the type of content included in the program and the format 
of the content included in the program". 

In response, the examiner respectfully disagrees. Given the broadest 
interpretation, the newly added limitation of "type of content" and "format of the content" 
are met by the corresponding portions in col. 6, lines 16-26 which discloses two sets of 
information about that program to be recorded in 1) configuration bits 52 and 50 and the 
2) pay-to-tape allowed/prohibited bits in Table 1 . The configuration bits 52 and 50 meet 
the claimed "type of content" as claimed and the pay-to-tape allowed/prohibited bits in 
Table 1 meets the claimed "format of content" as claimed. 

Claim Rejections - 35 USC § 102 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

4. Claims 1-2, 5-6, 9, 10, 13, 14, 18-23, 25, 32, 34 and 55 are rejected under 35 
U.S.C. 102(e) as being anticipated by Wonfor et al. (US 6,381,747). 

Regarding claim 1, Wonfor et al. teaches an information processing device, 
characterized by comprising: 

judging means forjudging whether restriction on recording is imposed on a 
program which a user desires to watch and listen to (Tables 1-2 and col. 5, line 58 
through col. 6, line 26 teaches a conditional access system module 38 that receives 
copy protection control information. The CPU 40 then controls the con access system 
module 38 to determine the contents of the copy protection control information); 

analyzing means for analyzing the restriction if it is judged by said judging means 
that the restriction on recording is imposed on the program (Tables 1-2 and col. 5, line 
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58 through col. 6, line 26 teaches a conditional access system module 38 that receives 
copy protection control information. The CPU 40 then controls the con access system 
module 38 to determine the contents of the copy protection control information); and 

display control means for controlling a display to display on a screen a message 
concerning an analysis result of said analyzing means, (Col. 1 1 , line 45+ teaches that a 
user interacts and "selects the "pay-to-tape option"". It's inherent that a pay per view 
service has a GUI, and with the ability of the user to select an option to pay to record a 
PPV program, a message concerning the payment has to have been displayed as well); 

said analyzing is based on the type of content included in the program and the 
format of the content included in the program (the limitation of "type of content" and 
"format of the content" are met by the corresponding portions in col. 6, lines 16-26 
which discloses two sets of information about that program to be recorded in 1) 
configuration bits 52 and 50 and the 2) pay-to-tape allowed/prohibited bits in Table 1 . 
The configuration bits 52 and 50 meet the claimed "type of content" as claimed and the 
pay-to-tape allowed/prohibited bits in Table 1 meets the claimed "format of content" as 
claimed. With the analysis of the configuration bits 52 and 50 and the pay-to-tape 
allowed/prohibited bits in Table 1, the system of Wonfor et al. is capable of determining 
the type of copy protection that is applicable for a particular program). 

Regarding claim 2, the system of Wonfor et al. teaches the limitations as 
discussed in claim 1 above, furthermore, Wonfor et al. teaches the claimed wherein in 
accordance with each of a case where said analyzing means determines that analog 
recording is released by paying an additional fee (Col. 1 1 , line 45+ teaches that a user 
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interacts and "selects tlie "pay-to-tape option"". It's inherent that a pay per view service 
has a GUI, and with the ability of the user to select an option to pay to record a PPV 
program, a message concerning the payment has to have been displayed as well. In 
order for the customer to purchase or cancel the recording, buttons/symbols (e.g. "Yes", 
"No" buttons) must be displayed so that the customer can select that particular 
function.), a case where said analyzing means determines that analog recording is 
allowed, but digital recording is not allowed (as discussed above, and additionally, 
Wonfor only allows the programs to be stored in a magnetic tape and teaches in Fig. 2, 
between elements 10 and 24, that the video to be recorded is an analog video output) 
and a case where said analyzing means determines that neither analog recording nor 
digital recording is allowed, said display control means controls the display on the 
screen to make the user recognize the respective cases (Col. 1 1 , lines 45-53 and Table 
2 teaches situations where any type of recording of the program is prohibited, therefore, 
a digital copy and analog copies are prohibited altogether). 

Claims 5-6 and 9-10 are rejected for the same reasons as discussed above in 
claims 1 and 2, respectively, because a device inherently uses methods to accomplish 
its' tasks. 

Claim 13 is rejected for the same reasons as discussed in claim 1 above, and 
additionally, Wonfor et al. teaches a display (Fig. 2, TV displays 22 and 28), and 
teaches a microcontroller (met by CPU 40 in the discussion of claim 1 above). 
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Regarding claim 14, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches in Fig. 2 of a 
Digital PPC Set Top Box 10 that receives the broadcast programs. 

Regarding claim 18, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches the claimed 
wherein said display is adapted to display said program (Fig. 2, TV 22) and said 
instructions further comprise instructions for causing said processor to perform said 
identifying, said analyzing and said controlling steps before said display of said program 
(A CPU 40 processes the copy control information (as discussed above in claim 13) 
before the program is displayed. In a PPV service, the conditions as listed in Table 2 
are processed prior to the viewing/recording of the program). 

Regarding claim 19, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches the claimed 
wherein said program requires paying money for said display of said program (Col. 1 1 , 
lines 45-54 teaches that a user is billed for purchasing a program for a display purpose). 

Regarding claim 20, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches the claimed 
wherein said system further comprises a recorder adapted for copying said program (A 
recorder 24 in Fig. 2 is adapted to copy the program.) and said instructions further 
comprise instructions for causing said processor to perform said identifying, said 
analyzing and said controlling steps before said copying of said program (A CPU 40 
processes the copy control information (as discussed above in claim 13) before the 
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program is displayed. In a PPV service, the conditions as listed in Table 2 are 
processed prior to the viewing/recording of the program). 

Regarding claim 21, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches the claimed 
wherein said program requires paying money for said copying of said program (Col. 1 1 , 
lines 53-65 teaches that a user is billed for purchasing a program for a recording 
purpose). 

Regarding claim 22, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches the claimed 
wherein said instructions further comprise instructions for causing said processor to 
perform the step of controlling said display to display a menu containing interactive 
prompts for receiving said person's input (As discussed in claim 13 above (via claim 1), 
an inherent feature of a PPV purchase transaction includes a GUI interface, which has 
menus and interactive prompts). 

Regarding claim 23, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, and furthermore, Wonfor et al. teaches the claimed 
wherein said prompts include a prompt for said person to acknowledge the presence of 
said copy-protected data within said program (As discussed above in claim 13 (via claim 
1 ), when a user decides to purchase the ability to copy the program, he has 
acknowledged the copy protection information). 

Claim 25 is rejected for the same reasons as discussed in claim 18 above, since 
user can pay to view or record the program. 
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Claim 32 is rejected for tlie same reasons as discussed in claim 13 above, wlien 
tlie display shows the options to select a program for viewing/recording, the system has 
been controlled to display the copy protection information. 

Claim 34 is rejected for the same reasons as discussed in claim 13 above, 
because a device inherently uses methods to accomplish its' tasks. 

Claim 55 is rejected for the same reasons as discussed in claim 13 above, 
because a device inherently uses methods to accomplish its' tasks. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4, 8, 12 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wonfor et al. (US 6,381 ,747) in view of Tsutsumi (US 5,737,477). 

Regarding claim 4, the system of Wonfor et al. teaches the limitations as 
discussed in claim 1 above, furthermore, Wonfor et al. teaches a system where the 
copy protected information is displayed on the screen, but fails to particularly teach that 
the message is displayed for a predetermined time. 

In an analogous art, Tsutsumi teaches of a system where a message displayed 
to a user via a display unit is removed from the display unit after a certain period of time 
(col. 5, lines 36-41). 



Application/Control Number: 09/930,756 Page 9 

Art Unit: 2621 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to display a message on a display unit for only a predetermined 
time to increase user friendliness so that the user can continue to watch the program 
that was disturbed due to the display of the message. 

Claim 8 is rejected for the same reasons as discussed above in claim 4 because 
a device inherently uses methods to accomplish its' tasks. 

Claim 12 is rejected for the same reasons as discussed above in claim 4. 

Regarding claim 31, the system of Wonfor et al. teaches the limitations as 
discussed in claim 13 above, furthermore, Wonfor et al. teaches a system where the 
copy protected information is displayed on the screen, but fails to particularly teach that 
the message is displayed for a predetermined time. 

In an analogous art, Tsutsumi teaches of a system where a message displayed 
to a user via a display unit is removed from the display unit after a certain period of time 
(col. 5, lines 36-41). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to display a message on a display unit for only a predetermined 
time to increase user friendliness so that the user can continue to watch the program 
that was disturbed due to the display of the message. 

7. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wonfor 
et al. (US 6,381 ,747) in view of Alten et al. (US 5,781 ,246). 
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Regarding claim 24, the system of Wonfor et al. teaches the limitations as 
discussed in claim 22 above, furthermore, Wonfor et al. teaches that a program can be 
viewed and recorded, but fails to specifically teach that while watching a program, the 
user has the ability to cancel viewing the program or cancel displaying of said 
information. 

In a related art, Alten et al. teaches that while watching a certain channel, a user 
can change the channel by entering a channel number by way of a keypad or by using 
channel up/down buttons. When the user changes the channel, the program being 
viewed is no longer displayed on the screen, and thereby cancelled for viewing (col. 12, 
lines 43-54). 

A user is able to maneuver through numerous channels by way of a remote 
control with channel changing buttons. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to include the ability to change 
channels into Wonfor et al.'s system to increase user friendliness by giving the user an 
option to watch what he wants at any given time. 

8. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wonfor 
et al. (US 6,381 ,747) in view of Horlander et al. (US 6,507,953). 

Regarding claims 28, Wonfor et al. teaches in his system of prohibiting 
recording of desired programs, but he fails to expressly disclose that the recording can 
be of analog or digital format. 
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Horlander teaches in col. 10, lines 14-42 of copyright data that prohibits the 
following recordings: digital (33h), analog (31 h), and neither digital nor analog (34h). 
Having a digital copy of a program allows a user to make non-deteriorating copies. Such 
a situation is unfavorable from the viewpoint of copyrights. The quality of an analog 
copied program will not be long lasting, and thereby inhibit more copies made in future 
due to the deteriorating data stored on the magnetic tapes. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the system of Wonfor et al. to classify the type of allowable recordings into 
analog, digital, and neither. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GELEK TOPGYAL whose telephone number is 
(571)272-8891 . The examiner can normally be reached on 8:30am -5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Geiek Topgyal/ 
Examiner, Art Unit 2621 



/Thai Iran/ 

Supervisory Patent Examiner, Art Unit 2621 



